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DETAILED ACTION 
Election/Restrictions 

Newly submitted claims 66-77 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the invention of 
claims 66-77 is drawn to a method of generating billing data. The invention previously 
examined (els. 1-10) is drawn to a system for generating billing data. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 66-77 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 29, 30, 47 and 61 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 29, 30, 47 and 61 recites that data "may" be provided. This does not 
provide a positive recitation. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 38 and 39 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claim 38 recites a processor configured to store data in a relational database. 
However, the specification as understood by the examiner does not enable storing data 
in a database in the processor. As understood by the examiner, the data is stored in 
medium such as a hard drive. One of ordinary skill in the art would not have been able 
to make the claimed invention without undue experimentation. 

Note Regarding Examination 

In order to interpret claims 21 -65 in a manner consistent with 35 USC 1 01 , the 
system of the claims is interpreted as an apparatus. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 



Application/Control Number: 09/730,247 Page 4 

Art Unit: 3627 

applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 21, 22, 24-55 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Haseltine et al (6,578,015). 

Haseltine et al show one or more processors capable of receiving first data 
related to a customer; retrieving a conversion parameter based on a predetermined 
parameter specific to the customer; generating second data by converting the first data 
based on the retrieved parameter; and storing the first data, the second data and the 
conversion parameter. 

As to claims 22, Haseltine et al show the processor based in a single computer. 

As to claims 24-39, the processors of Haseltine et al are capable of enabling the 
recited steps. 

As to claims 27, 28, 35 and 36, it is noted that the limitations are directed only to 
the data used by the apparatus and not toward that apparatus and therefore, as part of 
the intended use only, do not further limit the apparatus. 

As to claims 29 and 30, it is noted that the external data may be electronically 
provided to the customer via network. 

As to claim 31 , it is noted that Haseltine et al contemplates providing only a 
billing summary and not providing the full detailed statement. 
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As to claim 40, Haseltine shows a server system connected via the internet and 
operable in connection with software to receve data related to a customer; to retrieve a 
conversion parameter stored for the customer based upon predetermined parameter 
specific to the customer; to generate second data by converting the first data using the 
conversion parameter; and to store the first data, second data and conversion 
parameter. It is noted that the recitation "operable in connection with software to ..." is 
interpreted as intended use only, since software performing the steps is not claimed. 
Rather the claims recite that the servers are operable or capable of performing the 
recited steps in combination with software. 

As to claim 41 , since the user is able to enter the first data and view the second 
data, and the system is software-based, it is inherent that software enabling those 
functions is included. 

As to claim 42, both special purpose software (e.g., bill formatting) and general 
purpose software (e.g., operating system) is included. 

As to claim 43, it is noted that any software is downloadable to a remote 
computer. 

As to claims 44, 48-55, it is noted that the apparatus in connection with software 
is capable of performing all recited steps. 

As to claims 45 and 46, it is noted that the limitations are directed only to the data 
used by the apparatus and not toward that apparatus and therefore, as part of the 
intended use only, do not further limit the apparatus. 
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As to claim 47, it is noted that the external data is provided to the customer via 
the internet. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 23 isrejected under 35 U.S.C. 103(a) as being unpatentable over Haseltine 

et al. 

Haseltine et al show all elements except one or more server coupled via a 
network. However, to use a plurality of servers coupled by a network is notoriously old 
and well known in the art. It would have been obvious to one of ordinary skill in the art 
to modify the apparatus of Haseltine et al by providing such an architecture in order to 
provide a more scalable system. 

Claims 56-65 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Haseltine et al in view of Brodsky et al (6,751,597). 

Haseltine et al show a server system connected to the internet and capable of 
enabling a user to enter first data related to a customer and view second data related to 
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a customer; of receiving the first data from the user, retrieving a conversion parameter 
for the customer based on a parameter specific to the customer (e.g., that the customer 
is late with payment and receives a different template), generating second data by 
adjusting the first data based on the conversion parameter, and providing the second 
data to the user; and of storing the data and conversion parameter. Haseltine et al do 
not show that the server system uses a first, second and third server. Brodsky et al 
show breaking functionality up between a first server comprising a web server; a second 
server comprising an application server; and a third server comprising a database 
server. It would have been obvious to one of ordinary skill in the art to modify the 
apparatus of Haseltine by breaking the functionality into three servers, as taught by 
Brodsky et al in order to ease the load on each server. (It is further noted that the 
"configured to" statements are interpreted as reciting intended use only.) 

As to claim 57, it is noted that the limitation regarding the data does not pose a 
further limitation to the apparatus. Additionally, as broadly claimed Haseltine et al in 
view of Brodsky et al show the first data being internal data and the second data being 
external data. As above, it is further noted that the first server is a web server. 

As to claims 58 and 59, it is noted that Haseltine et al in view of Brodsky et al 
show all elements. 

As to claim 60, Haseltine et al in view of Brodsky et al inherently show time and 
expense data since they show billing for phone service and credit cards, both of which 
contain billing data time and expense elements. As to having it entered by an 
employee, it is notoriously old and well known in the art to have an employee enter 
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data. It would have been obvious to one of ordinary skill in the art to modify the 
apparatus of Haseltine et al by doing so in order activate the system. 

As to claim 61 , Haseltine et al in view of Brodsky et al show providing the second 
data via the internet. 

As to claim 62, the first server has general purpose software (such as the 
operating system) and the second server has general purpose software and special 
purpose software (e.g., bill preparation software). 

As to claims 63 and 64, it is noted that Haseltine et al in view of Brodsky et al 
show numerically adjusting the first data (since the data is essentially all zeros and 
ones) by performation a mathematical calulation on the first data based on the 
conversion parameter. 

As to claim 65, Haseltine et al in view of Brodsky et al show adjusting the bill to a 
particular format. 



Response to Arguments 

Applicant's arguments filed 3/15/2004 have been fully considered but they are 
not persuasive. 

Applicant argues that Haseltine does not teach retrieving a conversion parameter 
and generating second data. The examiner respectfully disagrees. The first data as 
input comprises essentially an order grouping of 1's and 0's, as does the conversion 
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parameter comprising e.g., the format conversion parameters. An application program 
applies the format conversion parameter to the first data and generates a substantially 
new and different third data entity (the "second data"). While some of the data elements 
may be the same, the first data as a whole has been converted to the second data. 

The arguments regarding the Tran 103 rejections are moot, since this rejection 
has been withdrawn. 

It is noted that claims 21 , 40 and 56 all recite substantial intended use. In claims 
21 and 56, it is noted that the data in, and depending from, the "configure to" phrases 
are considered to by intended use only. As to claim 40, the apparatus was never 
claimed in combination with software to perform any task. Rather, it was claimed as 
"operable" in connection with software. Further, the software was not claimed as 
causing the recited steps to be carried out. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven B. McAllister whose telephone number is (703) 
308-7052. The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert P. Olszewski can be reached on (703) 308-5183. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



5£= & J^QljL^ 
Steven B. McAllister 



